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DETAILED ACTION 

1 . This action is responsive to application filed 12/27/2000. 

2. Claims 1-27 are currently pending in this application. Claims 1, 24, 26 and 27 are 
independent claims. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

3. Claim 1 pages 36 line 15, claim 4 pages 37 line 2, claim 5 pages 37 lines 3-4, 
claim 15 pages 40 line 2, and claim 25 pages 42 lines 1-2, are rejected under 35 
U.S.C. 112, second paragraph, as being Markush format claims, in which the claims are 
increasingly being used (e.g. "selected from the group consisting of). Use of 
'comprising of rather than 'consisting of in such format are not permitted. For the 
purpose of Prior Art rejection, the Prior Art normally only needs to teach ONE of the 
elements in the list following 'consisting of to meet the claims limitation. The claims 
are not allowable simply because of the alternatively claimed elements are not found. 
SeelVIPEP2173,05(h). 



Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Offic action: 
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(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

5. Claims 1-6, 8-10, 12-19, and 21-23 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gillings et al. US No. 5,666,490 issued 09/09/1997 filed 
05/1 6//1 994 (hereinafter '490), In view of Anderson et al. US No. 5,581,682 issued 
12/03/1996 filed 06/25/1992 (hereinafter '682). 

6. In regard to independent claim 1 , " developing and storing a cover sheet 
including a standard set of identification data characterizing each contract " is taught in 
'490 col. 7, lines 64-67 through col. 8, lines 1-10; claim 1 also "generating an index of 
booi<marks identifying sections of the digital version of each contract " is taught in '490 
col. 2, lines 19-22; claim 1 also "capturing selected fields of information from the digital 
version of the contract, the selected fields being selected from a group comprising 
vendor, contract date, contract expiration date " is taught in '490 col. 8, lines 1-19; claim 
1 also "organizing and cross-referencing the contracts in a database comprising the 
captured information and additional information related to each contract, the information 
in the database being selected from a group comprising reference number, contracting 
party, vendor, ... , and assets related to contract; alerting designated parties of critical 
dates associated with each contract " is taught in col. 8, lines, 1-19; "and providing 
remote electronic access to the contracts over the internet" is taught in '490 col. 4, lines 
50-61 (i.e. 'The process is implemented by computer software running on network 
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resources'); claim 1 also "creating and storing a digital version of each contract by 
scanning eacti contract, each digital version comprising a scanned image and a 
searchable text file " is taught in *490, col. 9 lines 55-60; 

*490 does not explicitly teaches, " wherein the text Is overlaid with the 
image" however '682 teaches, With an electronic system, an image of the information 
is captured and stored in digital form by scanning a paper copy of a document or by 
inputting the information through a keyboard. Once the information is stored, an image 
of it can be accessed for editing, reviewing or merging with other similar images, or 
overlaid by other information, see '682 col.1 , lines 9-17. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to incorporate the teaching of '490 with *682. One of the ordinary 
skill in the art would have been motivated to modify this combination to overlay text with 
the image in the digital version of the scanned contract. The advantage of this 
modification would enabling users to "achieve final form and are stored In the 
computer system. It is often necessary to be able to review them either on a 
computer screen or on paper During reviews it may be desirable to add an 
annotation to the document or, prior to the review, blank out certain sections 
(redaction). In both Instances, complete fidelity of the original document must be 
maintained without the Inefficiency of making a copy of the document, see '682 
coL 1, lines 25-33. 

In regard to d pend nt claim 2 "assigning each contract a reference numbef, 
is taught in '490 col. 8, line 2. 



Application/Control Number: 09/748,105 Page 5 

Art Unit: 2176 

In regard to dep nd nt claim 3 "generating a cover sheet comprising a plurality 
of fields each comprising a plurality of members", is taught in '490 col. 8, lines 1-10; 
clainn 3 also " selecting at least one member of each field on the cover sheet; and 
scanning the cover sheet " is taught in '490 col. 9, lines 60-67. 

In regard to dependent claim 4, " the identification data on the cover sheet is 
selected from a group comprising... authorized users...", is taught in '490 col. 8, lines 
1-10 (i.e. 'Assign users to the protocol and define access rights of users'). 

In regard to dependent claim 5 " linking information to the contract, the 
information selected from the group comprising vendor information.. is taught in '490 
col. 2, lines 30-35 (i.e. 'Linking the database record with its source image enables the 
image to be subsequently retrieved directly from the database'). 

In regard to dependent claim 6 'limiting access and extent of access of users 
to the contracts and related information is taught in '490 col. 7, lines 3-1 7 (i.e. 
'workgroup can access items in a given workflow queue... Access the workflow items is 
made via the workflow queue'). 

In regard to dependent claim 8, "searching the contracts is taught in '490 
col. 10, lines 21-27 (i.e. 'a Document indexing is the process of associating identifying 
information with each image. The index information is used to track "active" images in 
the workflow during processing'). 

In regard to dependent claim 9 "displaying a contract attribute search page 
comprising lists of alternatives for each member of the standard set of identification 
data", is taught in '490 col. 8, lines 30-37(i.e. 'indexing/tracking table'); also "selecting 
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at least one alternative for each member of tlie standard set of identification data " is 
taught In '490 col. 10, lines 35-40(i.e. 'Double entry keying of document index 
information can be used to insure the accuracy of the index information. The documents 
are first indexed through a batch index process and then routed to an index validation 
queue where the index information is validated), also, " initiating the search" is taught in 
'490 col. 10, line 40(i.e. ' to initiate indexing'). 

In regard to dependent claim 10, " the lists are displayed as pull down menus 
is taught in '490 col. 10, line 53 (i.e. 'pull-down lists'). 

In regard to dependent claim 12, incorporate substantially similar subject 
matter as cited in claims 1, 3, 9 and is similarly rejected along the same rationale. 

In regard to dependent claim 13 "displaying a list of categories of contract 
information; selecting a category; and displaying contracts that fall within the selected 
category", is taught in '490 col. 8, lines 55-67 through col. 9, lines 1-10. (i.e. 'the 
system-defined fields are default fields used in every protocol. Some system-defined 
fields are modifiable, others are not. The system-defined fields are shown in Table 1'). 

In regard to dependent claim 14 "selecting one of the displayed contracts; and 
displaying information about the selected contract is taught in '490 col. 1 1 . 
lines 43-49 (i.e. The CRF page being edited is displayed in the document window 24. 
The edit operator reviews the CRF page for completeness and clarity. If necessary, 
clarification annotations are added to the document'). 

In regard to d pendent claim 15, incorporate substantially similar subject 
matter as cited in claim 1, and is similarly rejected along the same rationale. 
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In regard to dependent claim 16 " wherein the displayed information comprises 
a contract page comprising cover sheet including information from the database of 
information concerning the contract, the cover sheet including links to other information 
in the contract database is taught in '490 col. 2, lines 30-35 (i.e. 'Linking the database 
record with its source image enables the image to be subsequently retrieved directly 
from the database*). 

In regard to dependent claim 17 ' wherein the contract page comprises regions 
displaying a set of fixed contract summary information and a changeable set of 
information, and \ is taught in '490 col. 5, lines 55-57 (i.e. 'After the selection is made, 
the process screen 26 and document window 24 are displayed.'), also, " user actionable 
regions for changing the changeable information is taught in '490 col. 6, lines 1-12 
(i.e. 'document is then electronically distributed to system users involved in data 
processing. Each page scanned Is routed according to predefined routing schemes 
based on the index information. ...operator enters data on the CRF page into the 
scientific database. . data entered by each operator is compared and, if the data 
matches, it is accepted into the database. If not, the data is rejected until the 
discrepancy is resolved') 

In regard to dependent claims 18 " wherein details regarding information on the 
contract page may be accessed through active links on the contract page, wherein the 
active links comprise the information of which details are sought is taught in '490 col. 
8, lines 54-57 through col. 9, lines 1-10. (i.e. 'the system-defined fields are default fields 
used in every protocol. Some system-defined fields are modifiable, others are not.'). 
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In regard to depend nt claim 21 " wherein one of the links is to the digital 
version of the contract", is taught in '490 col. 4, lines 16-18 (i.e. 'a link is dynannically 
established between the database record and the image which is the source of the 
data'). 

In regard to dependent claim 19 " predefining a level of access of a user; 
verifying a name and a password for the user; and permitting the user to access the 
contracts with the level of access of the user", is taught in "490 col. 7, lines 64-67 
through col. 8, tines 1-10 (i.e. 'Define investigator names, IDs, and patient assignments. 
Assign users to the protocol and define access rights of users'). 

In regard to dependent claim 22 " generating a new contract record utilizing a 
stored contract record as a template is taught in '490 col. 9, lines 15-34 (i.e. 'the 
protocol set up involves CRF packet definition...'). 

7. Claims 7, 11, 20, and 23-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gillings et al. US No. 5,666,490 (hereinafter '490), in further 
view of Anderson et al. US No. 5,581 ,682 (hereinafter '682), and in further view of 
Harris, Jr. et al. US No. 6,144,975 issued 11/07/2000 filed 05/05/1998 (hereinafter 
*975). 

8. Claim 7 is representing of claims 1 1 , 20, and 23. 

In regard to dependent claim 7, incorporate substantially similar subject matter 
as cited in claims 1 ,17 and in further view of the following, and is similarly rejected along 
the same rationale. 
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" The ability to delete a vendor", is taught in '490 col. 7, lines 58-62 (i.e. 'deleted 
from the routing scheme, ... This would result in CRF pages being inadvertently 
dropped from the workflow'). 

'490 and '682 does not explicitly teaches, " wherein the access and extent 
of access are defined by amount of information that a user may access; ability to 
print contracts and information " however '975 teaches, FRAME 52 is an image 
recognition engine that is adapted to intelligently review only relevant fields in the image 
file .... see '975 col.8, lines 25-38; '975 also teaches, the document output can include 
...a print media, see '975 col. 1, lines 65-66. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to incorporate the teaching of '490 and '682 with '975. One of the 
ordinary skill in the art would have been motivated to modify this combination, so user 
can access and extent of access are defined by amount of information that a user may 
access; ability to print contracts and information that a scanned image and a searchable 
text file, wherein the text is overlaid with the image, because, Sequences of 
documents in a multi-step transaction are automatically tracked so that 
responses are carried out in a timely manner and errors are caught quickly. This 
enables the transaction to be completed quickly. It is a simple programming step 
to use the information from automated job tracking to spot common errors and 
bottlenecks in the system. This enables the system to be adjusted and made 
more efficient very quickly. Another advantage is that documents are printed 
when th y are needed in a "just-in-time" fashion. A client's representativ or their 
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customer plac s a service ord r and semi-custom-tailored documents are 
prepared in response with minimai human intervention, see '975 col. 9, 
lines 5-20. 

In regard to dependent claim 1 1 " displaying a contract search page comprising 
a contract text i<eyword search text entry box; entering text in the text entry box; and 
initiating the search " is tauglit in *975 col. 1 , lines 54-61 (i.e. 'one communication over a 
selected one of the plurality of document output media. The input component is also 
adapted to convert the request in each received communication into a service item and 
to communicate the service Items to the processing system, wherein each service item 
includes a stack of tasl^s necessary for completing the corresponding request'). 

In regard to dependent claim 20, incorporate substantially similar subject 
matter as cited in claim 7, and is similarly rejected along the same rationale. 

In regard to dependent claim 23 " providing remote electronic access over the 
internet to contracts being negotiated; entry of comments concerning the contracts by 
users; and providing remote electronic access over the internet to contracts commented 
on by the users " Is taught in '975 col. 3, lines 65-67 through col. 4, lines 1-13(i.e. 
'provides a range of document services to a client, which may be at a remote location... 
representatives, each selling one or more of the client's services to a subset of the 
client's customers ... Communications between the client and its customers and 
potential customers may include mailings, fax communications, e-mail, electronic data 
and the like '). 

In regard to indep ndent claim 24, incorporate substantially similar subject 
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matter as cited in claims 1-2, 23 and is similarly rejected along the same rationale. 

In regard to dependent claim 25, incorporate substantially similar subject 
matter as cited in claim 1 and is similarly rejected along the same rationale. 

In regard to independent claim 26, is directed to computer program product for 
performing the method of claims 1-2, 23 and is similarly rejected under the same 
rationale. 

In regard to independent claim 27, is directed to system for performing the 
method of claims 1-2, 23 and is similarly rejected under the same rationale. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Friedman et al. U.S. Patent No. 5,995,959 issued: 1 1/30/1999 filed: 01/23/1998 
Chandra et al. U.S. Pub No. 2002/0138582 Al issued: 09/26/2002 filed: 09/05/2001 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Quoc A. Iran whose telephone number is (703) 305- 
8781 . The examiner can normally be reached on Monday through Friday from 8:30AM 
to 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph H. Feild can be reached on (703) 305-9792. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
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proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 



QuocA. Tran 
Patent Examiner 
Technology Center 2176 
March 10, 2004 




SEPHFEILD 
SUPEIWI80RY mUHT EXAMINER 



